REMARKS 

I „ U «^^-^ rf ^--- ,b,,,4 - ,, ■■ ,, " 

notcon tammgmea tt ached — 
group), and in the claims as filed. An appendix showing claim amendment is attached. 
As e q „ence, 1 ,in g acco mp an I esth iSre spo n se.Nonewma«te r hasheenad d ed. 

« TTcr 112, hm*™"* paragraph 
p ortions urni"'" ^ 1 IM - * 

the extent Misapplied to the claims as amended. 

Claims.-natete.ectedasindefmitefottectmgthep.ase^fotmingan 

immobl , .edtat^ge— .on gtonp comp,,, apparent, on the hasis that itis 

^heenamendedtospecitythatthecomplex — menncleicacdoftntcte, 
inclata61a c k santecede n ,has, „ph » o f the Office Action, Th,s aspect o.the 
from which claim 6 directly depends. 



from claim 3. . , 

aaiml S ta s b ee n a m e n ae dt o S pe Cl£ y tta U h eco mpteX — 

— — " — 

c^^- — S ' Ctol9ha5be 

containing the attached separation group. 



indefiniteness is requested. 

RejectionLU^^ 

Claims 1-6, 13, 17, 1 
Sci. USA 83:9591-95, 1986 



and 20are rejected as ant 1C1 patedb y R lg as e tal.,Proc.Nat. Acad. 



Claims 1-6, 13, 17, 19 a 

rRig as»). The rejection, traversed to the extent rt ,s apphed to the 



cl^msas amended. Claim 1 , from which depends 



claims 2-6, 128, andl7,has been amended so 



b t ^ n 9591 right column, lines 1- 

EL.— * — 777 

nucleic acids as described by Rigas. 
describe a roethod that includes th,s selective alt— step. 



Cairns 1-8 13, 15 and 17-20 are rejected as anticipated by Tyagi et al., US Patent 

n a,ureo f adi S ,in gui s U n g e,eme n , Clatnt „ anions, re.nires in step (e) select^ 
^^^^^^^^^ 
^^esnnOercacids— Ration assays tnattncorporate one or a 

^^^^^^^-^^^ 

w •,• „ nmnlex in Tyagi is based on the nature of the capture probe alone, 
carture of the hybridized complex in tyagi 

„ f ent ( seecolumn.2,line42:captureprobesareseparatefromreporter 
same targeted fragment (see column H „ nlvfor 

^^^^^^-^'^^ 

^arationgronpdoesnotget — based on the nature of the distinguishing element, smce it 



he .notherwords.theselectivityofcapture/ex.racfon.snot 
1S part of the reporter probe -m other w 

,hv the identity of toe distinguishing element. Thus, lyag 
e „nancedoraf,ected,nanywayby<he,dent 

^^beorsuggestanteWthattnciudesther^edstepofseiect 
for anticipation is requested. 

ESiSSji2mDtei ^" „■ overTyagiinviewofEdmanetaUUS 

C,ai ffl s9-n, 1 4,andl6arere j ectedasobv 1 o„soverTya g t 

^rlla^been — to depend from e,. not s.eet to th, re.tion 

nf this feature of the claimed invention, 
suggestion ot this ieaiuio u orTir ,i;f,ed 

^ ..rdtreeteaptureby— ed probes ^u, ha.ng to tneiude dena,u n „g steps 



Claims 9- 

Claims 



facilitates 
(see Abstract) 
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for obviousness is requested. 



Do^£atento^^ 

^ t d for statutory-type double patenting in view of clanns 1-1 8 of 

Claims 1-18 are rejected for statutory iyp 

pending appUcationUSSN 09/733,846 ("the 



for obviousness-type 



double-patenting in view 



-846 application")- Claims 19 and 20 are rejected 
of the '846 application. 



allowable subject matter. 

CONCLUSION 



respectfully requested. 

SHou, a**,— oris.es arise— g th e appUcation, the Exa.ine, ,s 
e™ed t oco„ t ac„heun to si g „ed,,he t e 1 e ph o„enun lb e rP rov ld ed bel o W . 



hereby a 



papers transmitted herewith, or credit any 
(Reference No. 22650-001CIP). 



credit any overpayment of sam< to Deposit 



Account No. 50-0311 




fervid E. jMmsonNo41,874 
Attorney fdVApplican/ 
do MINTZ, LEVIr 
One Financial Centejf 
Boston, Massachusetts 021 1 1 
Tel: (617)542-6000 
Fax: (617) 542-2241 
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Appendix 

Tn the claims : 

Cancel claims 2 and 20. 

Amend the following claims: 

1 (Amended) A method for separating a nucleic acid of interest from a population of 
nucleic acid molecules, the method comprising; 

^dmgapopulatronofnucie.cacid molecu.es comprising atleast one nucleic actd 

distinguishing element; 

of interest in sa>d population of nucleic acd molecules; 

sel ec t ive, y at,achmgascpara,ion group to said^targetrng element 

element ; 

imm oo„ IZ ed targeting element-separatton group complex imS M^MMM^ 
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molecules. 



distinguishing element, 
nucleic acid sequence. 



7 . The method of ciatm 6, wherein said separation group is an immobr.izabie 



nucleotide. 



8 . Th e m e th o d c f o 1 ai m 7,whe r e i „sa,di m — ble nucleoude is a biottnylated 

nucleotide. 

ofsaldbl o, i n yl ate d n U c,e„ tl de,the reby for ml n g a„exte„d« (i o llg onuc 1 eot ld epn m e r 
containing said immobilizable nucleotide. 

10 . ( A m en d ed) The method of Can. [9] 3, wherein sa,d targeting element is an 
oligonucleotide. 



„. The nrethod of clarm 10, wherein sa, d separation group rs an immobile 
nucleotide. 



1 , Th c m e,ho d ofc,a im ,l,wherei„sa ld — able nucleottde is a biotinylated 
nucleotide. 
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13. The method of claim 1, wherein 
DNA molecules. 



said population of nucleic 



acids is a population of 



population of [genomic DNA molecules or a population of] cDNA molecules. 



population of RNA molecules. 

16 . amended) The method of Cm [2] 1, wheretn said ***** *— » ' 
single nucleotide polymorphism. 



17. The 
glass surface. 



,8. (Amended) The method of claim 1, further composing 

oontaet^satdpopulattonofnucletcacd molecules w.th a second ,ar g et,n g eicment 
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^^^^^^^^^^ 

population of nucleic acid molecules; 

i^sumejjuc^^ and 

said population of nucleic acid molecules. 



of nucleic acid molecules, the method comprising; 



seq uence 



disdn^mshimi^lein^ 

(b)c o„tact ing sai d popu,a,,o n o f nucleicac, d mo,ecu,e SW1 thata rg ctm g e,eme„, 

attachedt oase P a t at Iongt ou P , — satdp^^^ 
in said population of nucleic acid molecules; 



ele me„,^«^^ 



distinguishing element; 



^mo^gi—^^^ 

group t0 a suostratet ^ « f ° ming M imm0bi " Zed 

targeting element-separation group complex; and 

Merest] .^risin^M^^ 
the_attached_sej3aj^^ 

th ere by separating sard nucleic acrd se q uence of tnterest from sard popu.ation of nucte.c 

acid molecules. 

Add the following new claim: 

21 . ^Themetnodof^ 
population of genomic DNA molecules. 
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